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REMARKS 

Claims 1-17 are pending in the application. By this Amendment, claims 1, 7 and 
13 are amended. The amendments do not introduce new matter as they are fully 
supported in the specification. For example, support for the amendments of claims 1 , 7 
and 13 may be found in the specification on page 4, lines 12-15, page 8, lines 12-21 , 
and in FIG. 3. Applicant respectfully requests reconsideration and allowance of all 
claims in view of the above amendments and following remarks. 

Claims 1-1 7 were rejected under 35 U.S.C. §1 03(a) as being unpatentable over 
U.S. Patent Nos. 5.389,080 and 5,441,486 to Yoon, U.S. Patent No. 5,360,417 to 
Gravener et al., and further in view of U.S. Patent No. 5,634,91 1 to Hermann et al. 
Applicant respectfully traverses this rejection because none of the cited prior art, either 
alone or in combination, discloses or suggests the claimed invention. 

An embodiment of the claimed invention, as amended In claim 1, is directed to 
an access device in the form of a trocar having a cannula, a housing, and a valve 
including a gel material. The gel material is unique in having floating or off-axis 
movement properties relative to the axis to m aintain a seal with a surgical instrument 
Rven when the surgical instruct is inserte d or moved laterally from the axis. Stated 
another way, a feature of the invention is it allows off-axis insertion or movement of a 
surgical instrument without the loss of insufflation gas. See, for example, FIG. 3 and 

page 8, lines 12, to page 9, line 1 0. of the description, which explains that "the 
instrument 25 may be inserted along the axis 27, It may also be inserted off-axis or 
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moved off-axis... Under these circumstances, it is important that the instrument seal 61 
be maintained, or permitted to 'float' with the off-axis movement of the instrument 25... 
It is the properties of the gel material 54 which make it particularly desirable for 
floatation purposes." (Emphasis added.) 

Neither of the Yoon reference nor Gravener discloses the above features of the 
invention. The Examiner admits to this on Page 3 of the Action stating that "[t]he cited 
patents do not expressly disclose gel having offf] axis movement properties when an 
instrument is moved laterally from the axis of the trocar." The Examiner asserts, 
however, that Hermann discloses "a trocar stabilizer using gel having properties to allow 
for the lateral movement of the medical instrument inserted in the port." The Examiner 
specifically pointed out to FIG. 12a and noted how wide the various embodiments 
presented in this patent are as compared to a trocar tubular wall. The Examiner further 
noted that "the [Hermann] stabilizer is used to insert laparoscopic instruments that 
require the ability to be laterally moved while at the same time, maintaining a seal." 

Applicant respectfully submits that the Hermann stabilizer does not disclose the 
instrument seal of the claimed invention. In fact, Hermann did just the exact opposite 
by specifically disavowing the teaching of a true instrument seal in column 7, lines 57- 
64, stating that "[a]s the graspers are manipulated, the membrane conforms around the 
graspers but yields to allow the graspers to be open, closed, twisted, pushed and pulled 
within the skin seal without substantially degrading the seal created by the membrane. 

It shoulcLho nrvtaH that a marfag+lv/ airtig h t seal is not necessary, and some leakage of 

insufflation oa* f»r fluid is acceptable . .." (Emphasis added.) "In construing claims, the 
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analytical focus must begin and remain centered on the language of the claim 
themselves. The ordinary meaning must be determined from the standpoint of a 
person of ordinary skill in the relevant art... The ordinary and customary definition will 
be overcome if [the] inventor has disavowed or disclaimed scope of coverage 
[anywhere in the file history], by using words or expressions of manifest exclusion or 
restriction, representing a clear disavowal of claim scope." Nystrom v. Trex Co., 71 
USPQ2d 1241 (Fed. Cir. 2004) (citing Tex. Digital Sys., Inc. v. Telegenix, Inc., 64 
USPQ2d 1812 (Fed. Cir. 2002). From at least Hermann's statement, applicant 
respectfully submits that one of ordinary skill in the art would not consider Hermann as 
an "obvious" design choice when considering a gel that permits lateral movement while 
maintaining a seal. 

Referring to FIG. 12a, Hermann discloses a skin seal 10 having a lumen 14 and 
thin skin 46 that can be packed with any resilient foam material. Hermann went on to 
describe that the skin 46 may be replaced with a layer of plastic or elastic material while 
the packing may be made of a gel, gel-filled membrane or soft rubber. In any case, 
M fflhe packing is formed to fit into the skin sealf .1 ... through which surgical instruments 
may be inserted into the body." (Emphasis added.) Column 8, line 66. In other words, 
the packing (gel) of Hermann does not "maintain [a] second seat with the surgical 
instrument" like the claimed invention. Instead, it is the skin seal (plastic or elastic 
layer) that provides the outer seal structure for the surgical instrument. Without the skin 
seal, there would be nothing to support the packing; that is, there is n& indication or 
suggestion whatsoever that the Hermann gel alone could seal an instrument (especially 
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after Hermann's disavowal statement). Furthermore, without the skin seal, there is also • 
no indication or suggestion that the Hermann gel could allow off-axis movement (since 
Hermann does not disclose any gel properties). Accordingly, applicant respectfully 
submits that Hermann is directed to a different invention that is structurally and 
functionally different from the claimed invention and, therefore, it would not have been 
obvious to one skilled in the art at the time of the invention to combine any of the cited 
prior art to arrive at the claimed invention. 

In sum, applicant respectfully requests withdrawal of the rejection of claims 1-17 
under 35 U.S.C. §l03(a), and that a timely Notice of Allowance be issued in this case. 


Respectfully submitted, 



Kenneth K. Vu 
Registration No. 46,323 
Telephone No.: (949) 713-8605 


Date: December 8, 2004 
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